#1) UNIVERSITY OF TORONTO 
ey FACULTY or LAW 


Copyright, 
Trademarks, and Patent 


Winter 2020 


Trademarks 


Professor Abraham Drassinower 


FACULTY OF LAW 
UNIVERSITY OF TORONTO 


Copyright, 
Trademarks, and Patent 


Winter 2020 


Trademarks 


Professor Abraham Drassinower 


FACULTY OF LAW 
UNIVERSITY OF TORONTO 


205 aS . 
le! bean Ree ee 


HL Oo neve 


¢ a ‘Tween i 


~utivent) sul armen aaa 


ne 


PD 


D 


Volume 2 
Trade-marks 
Table of Contents 


I. Passing Off 


VQFIIHIGN Jas] OWEN Cc SOMSGLA me hp oC: COMM INCL ALR) epee te coat cas aot desc acva csdeone east uceeceusnet cesesonesuenes ] 
Institut National des Appellations d’Origine des Vins et Eaux-de-Vie v. Andres Wines Ltd. 

PID RAND STURE A AE TCX AM MU CUR G TONAL tec Ps ce eae ec oe irr Sta ee 19 
Cadbury Schweppes Lidins Pub Squash’ Cos Lid) [198th WAN E:RV213 @.@)a)...kai tena 21 
RECKIE Go Colman EroducisLidavaborden Ine! L990 |M FAI ERE SiS. (EL Li.) ccctvcssidesdansasrenssssesassveredieactes 31 


A. Reputation and Evidence 


Orkin Exterminating Co. Inc. v. Pestco Co. of Canada Ltd. (1985), 50 O.R. (2d) 726 (C.A.).....cccceceeeees 54 


B. Common Field of Activity 


Me Cublochis LewiswAm May iii N94 J eAIE E.R S40 ( CNY): Sec scecesancanssost sdvadiaceavecsecsucccersisarseaneosnesesbousese 69 
Visa International Service Association v. Visa Motel Corp. (1984), 1 C.P.R. (3d) 109 (B.C.C.A.) .......... Vi 
Walt Disney Productions v. Fantasyland Hotel Inc. (1996), 67 C.P.R. (3d) 444 (Alta.C.A.) oceans 84 
ll. Trade-marks 


A. Registrability and Registration 


(i) Clearly Descriptive or Misdescriptive 


Deputy Attorney-General of Canada v. Biggs Laboratories Ltd. (1964), 42 C.P.R. 129 (Ex.Ct.) we. 88 
Pepsi-Cola Co. of Canada Ltd. v. Coca-Cola of Canada Ltd., [1940] 1 D.L.R. 161 (S.C.C.).... eee 89 
laoyie SCO CO. 7. Onaiase Misa sige (WOT), CaP (CAM) HEN (SAC KC) rececsscocncoqsoocccecogecadeosenéapccuscsone 92 
J@ipa Lalvotn hie %, Mason Cas, Mae (NEST), WE CAPIR. (Grab t8t8 (EAC JAN.) scccacagadesenaqcoousacéheassonapedadbedhdewcacee 95 
S.C. Johnson & Son Ltd. v. Marketing International Ltd. (1979), 44 C.P.R. (2d) 16 (S.C.C.) ...... eee 96 
Abercrombie & Fitch Co. v. Hunting World Inc., 537 F.2d 4 (REACTS TE ot oeeonnoetne Bah reaealine 100 


(ii) Functionality 

ieolinizZ adage Susi argo jMlradeuVaricsn (989) a2 O1C be Rs (3.3.95) (ee Ges) eee eee sce eeenecste es tll 
IRANIAN: Wi, Retails JAIQUCHTAGS INO, 2VOD SOC OS. coocecesossaotnsiesa00s cosocscadbaadocaadsoboadasteasaosusuncecsnnee cen cocaeeCueetS 112 
(vi) Acquired or Secondary Meaning 

Carling Breweries Ltd. v. Molson Companies Ltd. (1984), 1 C.P.R. (3d) 191 (F.C.T.D.) ...... eee 126 
(vii) Confusing with a Registered Mark 


Benson & Hedges (Canada) Ltd. v. St. Regis Tobacco Corp. (1968), 57 C.P.R. 1 (S.C.C.) ween: 130 
Molson Gonipamesvasonn Landi Ltd 1994) 58 C.P OR: (3d) 527 (F.CLA.) occcssnscacdonsscvssvscosscedeencorssevess By 


(viii) Persons Entitled to Registration: Use and Proposed Use 


Dinirading GonLidiwaCB MiKabushikikaisna(l988)> Qin @sbeRe (ed) Al, (is G2 Ae) see eeeeeetee eee 140 
Citrus Growers Assn. Ltd. v. William D. Branson Ltd. (1990), 36 C.P.R. (3d) 434 (F.C.T.D.) 0... 144 
Sequa Chemicals, Inc. v. United Color and Chemicals Ltd. (1993), 53 C.P.R. (3d) 216 (F.C.A.)........4.. 150 


B. Expungement 


(i) Loss of distinctiveness 


Aladdin Industries Inc. v. Canadian Thermos Products Ltd. (1969), 57 C.P.R. 230 (Ex.Ct.)........0.0.0 153 
(ii) Non-use 

Adams v. Societe des Produits Nestle (1996), 72 C.P.R. (3d) 100 (Trade Marks Bd.)..............:::cceeeeeee 176 
McCain Foods Ltd. v. Chef America Inc. (1996), 71 C.P.R. (3d) 103 (Trade Marks Bd.)...............::06 179 


C. Infringement 


(i) Confusing Usage 


Pepsi-Cola Co. of Canada Ltd. v. Coca-Cola of Canada Ltd., [1940] 1 D.L.R. 161 (S.C.C.)........ 183 
Mr. Submarine Ltd. v. Amandista Investments Ltd. (Mr. Subs’n Pizza) (1987), 
19 CPR Bd) 3 (CE. GAG) festescraer avi tecccrasseastieee se aucerteree tena eet n sane esa tenn tree ce ae tae eee 186 


(ii) Bona Fide Use Defence 

JBYORR ORAM VI Vics IEXOSOLA ALE UII ILE (ISIS), Als) (CIPI, (BaD) SDE) (EAC AAN.) Jecoscecosonesqsagnccadsconanconcanesoossucn 195 
(iii) Concurrent Usage 

Kayser-Roth Canada Ltd. v. Fascination Lingerie Inc. (1971), 3 C.P.R. (2d) 27 (F.C.A.) .......0cccceseeeeneee 204 
(iv) Comparative Advertising 


Clairol International Corp. v. Thomas Supply & Equipment Co. Ltd. (1968), 


55, GP Ro 176 (ERICT ae neeae ance cvesccyaaen et nae iee ac eaerna oe oar ok Ark ce 210 
Eye Masters Lid. v. Ross King Holdings Lid. (1992), 44 C.P.R2 (3d) 459 (F-Cal:D. ee. ee 224 
iT NnOo Mitel, Si dh, we Tee, Sourme Ligel (MEMS), C2 CAP IR. (Bal) SIO (BIC ISAC cccocoscvesronosevssponecesocosanaoes 22H 


(v) Famous Marks 


Mattel Ineevi3894207 Canada Inc, 2006 SCC 2 aa aeree et eRe eee een eee eee en 233 
Veuve Clicquot Ponsardin v2 boutiques Cliquot Lice 2006 SCC 20 ene eee 261 


(vi) Depreciation of Goodwill 
Cie Generale des Etablissements Michelin v. C.A.W.-Canada (1996), 71 C.P.R. (3d) 348 (F.C.T.D.)...272 


Source Perrier SA v. Fira-Less Marketing Co. Ltd. (1983) 70 C.P.R. (2d) 61 (F.C.T.D.)..............000000 284 
Veuve Clicquot.Ponsardin vy. boutiques Cliguot Lice 2006 5 CC 2 ee eee at eee ee 288 


Digitized by the Internet Archive 
in 2023 with funding from 
University of Toronto 


https://archive.org/details/copyrighttrademaO2dras_5 


